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TC 1 700 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 



Confirmation No.: 9071 



Berndt et al 



Art Unit: 1755 



Appl. No.: 09/595,420 



Examiner: J. Brown 



Filed: June 15,2000 



Atty. Docket: 100/08410 



(2052.0120001/LEA) 



For: Apparatus For the Operation 
of a Microfluidic Device 



REQUEST BY APPLICANTS FOR INTERFERENCE 

PURSUANT TO 37 CFR § 1.607 



Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Sir: 



Pursuant to the provisions of 37 C.F.R. § 1.607 and 1.643, Caliper Technologies Corp., 
assignee of record of a partial interest in the present application, requests the declaration of an 
interference between the present application ("the Berndt et al 4 420 application") and U.S. Patent 
Application No. 09/598,968 to Berndt, filed on June 22, 2000 ("the Berndt 4 968 application"). 
Agilent Technologies, Inc. is the alleged owner of the Berndt 6 968 application. Agilent and Caliper 
are co-owners of the Berndt et al 4 420 application. 

The present application claims the benefit under 35 U.S.C. § 1 19 of the filing date of U.S. 
Provisional Application No. 60/140,215, filed June 22, 1999. Accordingly, the present application 
is entitled to an effective filing date at least as early as June 22, 1999. 

According to the information that has been provided to Caliper by Agilent, the Berndt "968 
application was filed on June 22, 2000. Agilent is asserting that the Berndt 4 968 application is 
entitled to the benefit of an earlier filed German priority application under 35 U.S.C. § 119. 
According to publicly available databases, the only German applications listing Manfred Berndt as 
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an inventor and relating to the present application were filed on June 22, 1999. As such, if Agilent 
is able to show that the Berndt '968 application is entitled to the June 22, 1999 priority date, then 
both applications will be entitled to the same priority date and neither party would in fact be either 
senior or junior. See Sewall v. Walters, 21 F.3d 41 1, 30 USPQ2d 1356 (Fed. Cir. 1994). 

Caliper requests that the Board place the burden on the applicant in the Berndt '968 
application to show his asserted sole inventorship, because he is the original, second to file applicant 
(i.e., the Berndt 6 968 application was filed on June 22, 2000, whereas the Berndt et al '420 
application was filed on June 15, 2000). The present facts are strikingly similar to the fact pattern 
in Sewall v. Walters, in which both Sewall and Walters were entitled to the same filing date. The 
Federal Circuit in Sewall placed the burden on Walters to show his asserted sole inventorship 
because he was the original second to file his application. Id, at 414, 30 USPQ2d at 1357. 



I. PROPOSED COUNT 

In accordance with 37 C.F.R. § 1.607(a)(2), the following alternative counts are proposed: 

Proposed Count 1 

A device for operating a microchip with a micro fluid structure 
for chemical, physical, and/or biological processing, the microchip 
including supply elements corresponding with the microfluid 
structure, comprising: 

a supply unit for providing a potential for moving substances 
corresponding to the microfluid structure, the supply unit having 
supply lines for enabling the potential to be coupled to the microchip, 
the supply lines being arranged to interact with the supply elements 
which correspond to the microfluid structure, 

an interface element, and 

a holder for carrying the interface element, 
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the interface element including a structure for connecting the 
supply lines with at least one of the supply elements that correspond 
to the microfluid structure, 

the interface element and the holder having structures for 
enabling the interface element to be releasably connectable to the 
holder so that the interface element can be selectively secured to and 
removed from the holder, 

the interface element having exterior surfaces resistant to the 
substances processed by the microchip. 

Proposed Count 1 corresponds exactly to pending claim 1 of the Berndt 6 968 application and 

pending claim 14 of the Bemdt et al. '420 application. 

OR 

Alternative Proposed Count 1 

A system for analysis or synthesis of materials, comprising: 

a first physical unit, comprising a mounting region for 
receiving a microfluidic device; 

at least one second physical unit spatially separated from the 
first physical unit and comprising a material transport system that 
includes at least a first interface component; 

wherein the first physical unit and second physical unit are 
oriented with respect to each other whereby the material transport 
system provides a potential to the microfluidic device through the 
first interface component to transport material through the 
microfluidic device; and 

wherein the first interface component is removable from the 
second physical unit 

A device for introducing a second laminar fluid layer to, or 
removing a second laminar fluid layer from, a first laminar fluid layer, 
said device comprising: 

a main flow channel, characterized by a width which is the 
distance between the channel top and channel bottom, and a depth 
which is the distance between the channel sides, said width being 
smaller than said depth, and said main flow channel having an 
upstream end and a downstream end; 

a first inlet port in fluid connection with said upstream end of 
said main flow channel; 

a first outlet port in fluid connection with said downstream 
end of said main flow channel; 
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a first tributary channel having a first end and a second end; 

a first tributary port in fluid connection with said second end 
of said tributary channel; 

a first bridge channel having a first end and a second end, said 
second end of said first bridge channel in fluid connection with said 
first end of said first tributary channel, said first end of said first 
bridge channel in fluid connection with said bottom of said main flow 
channel between said upstream end of said main flow channel and 
said downstream end of said main flow channel. 

Alternative Proposed Count 1 corresponds exactly to claim 1 of the Berndt et al. '420 

application. 



H. IDENTIFICATION OF CLAIMS CORRESPONDING TO PROPOSED COUNTS 
A. Berndt 6 968 Application Claims 

Claim 1 of the Berndt '968 application corresponds exactly to Proposed Count 1. 
Claims 2-25 of the Berdt '968 application correspond substantially to Proposed Count 1, in 
the sense of 37 C.F.R. § 1.601(f) in that they are not identical to the count but define the same 
patentable invention under 37 C.F.R. § 1.601(n). 



B. Claims of the present application 

The present application, as amended in a Preliminary Amendment filed along with 
this Request for Interference, contains claims 1-35. Claims 14-35 of the present application 
are identical to claims 1-14 and 18-25 now pending in the Berndt '968 application 

Claim 1 of the present application corresponds exactly to Alternative Proposed Count 
1 . Claims 2-13 of the present application correspond substantially to Alternative Proposed 

143264-1 
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Count 1, in the sense of 37 C.F.R. § 1.601(f) in that they are not identical to the count but 
define the same patentable invention under 37 C.F.R. § 1.601(n). 

Claim 14 corresponds exactly to Proposed Count 1. Claims 15-35 of the present 
application correspond substantially to Proposed Count 1, in the sense of 37 C.F.R. § 
1.601(f) in that they are not identical to the count but define the same patentable invention 
under 37 C.F.R. § 1.601(n). 

m. APPLICATION OF CLAIMS 14-39 TO THE DISCLOSURE OF THE PRESENT 
APPLICATION 

Provided below is a table that sets forth examples of support in the present specification for 
each claim feature of claims 14-35, which were copied from the Berndt '968 application. 
Accordingly, the subject matter of claims 14-35 is disclosed in the present application at least as set 
forth in Table 1 . 



Table 1: Support in Present Application for Copied Claims 



Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


l.a 


A device for operating a microchip 


"system for the operation of a 
laboratory microchip or system for 
analysis or synthesis of materiar 


p. 4, Ins 3-1 1 ; p. 7, Ins 7- 
9; claim 1 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


l.b 


with a microfluid structure for 
chemical, physical, and/or 
biological processing, 


"a first physical unit comprising a 
mounting region for receiving a 
microfluidic device" 

"microchip laboratory systems 
used in the controlled 
implementation of chemical, 
physicochemical, physical, 
biochemical and/or biological 
processes" 


p. 7, Ins 20-23, claim 1 
p. 4, Ins 3-5 


l.c 


the microchip including supply 
elements corresponding with the 
microfluid structure, comprising 


recesses 33 which act as 
contactless surfaces for application 
of electrodes; alternatively, the 
contacting for the chips can also 
take place by means of insertion of 
a corresponding electrode point 
directly into recesses 21,22,23 and 
24 


p. 12, Ins 26-31 


l.d 


a supply unit for providing a 
potential for moving substances 
corresponding to the microfluid 
structure, 


supply system 56; 

first supply system/second physical 
unit 44 


p. 14, Ins 13-15 

p. 4, Ins 17-22, p. 13, Ins 
20-22 


l.e 


the supply unit having supply lines 
for enabling the potential to be 
coupled to the microchip, the supply 
lines being arranged to interact with 
the supply elements which 
correspond to the microfluid 
structure, 


electrodes 58; fluid supply 59 


p. 14, Ins 15-19 


l.f 


an interface element, and 


intermediate interface component 
57 (FIG. 4) or 73 (FIGs. 5a-5d) 


p. 14, Ins 27-33; p. 15, Ins 
31-35; claim 1 


1-g 


a holder for carrying the interface 
element, 


second physical unit 55, 78 
cartridge 70 


p. 14, Ins 13-15 
p. 16, Ins 6-10 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


l.h 


the interface element including a 
structure for connecting the supply 
lines with at least one of the supply 
units that correspond to the 
micro fluid structure, 


"The intermediate interface 
component provides an electrical 
connection 60 (or connecting 
conduits), by means of which 
electrodes 58 (or conduits) of 
supply system 56 and the 
correspondingly allocated opposite 
electrodes 53 of the microchip can 
be bridged. Accordingly, 
connecting lines 61 can be used for 
bridging conduits for supplying 
fluids or other materials." 


p. 14, Ins 29-33 


l.i 


the interface element and the holder 
having structures for enabling the 
interface element to be releasably 
connectable to the holder so that the 
interface element can be selectively 
secured to and removed from the 
holder, 


"Interface component 57 which 
has a separable connection with 
the supply system 56, functioning 
as a replaceable interface array" 

bayonet connector 74, 75 


p. 14, Ins 27-29 
p. 16 3 Ins 1-5 




the interface element having 
exterior surfaces resistant to the 
substances processed by the 
"microchip. 


connecting lines 61 can be used for 
bridging conduits for supplying 
fluids or other materials... fulfills 
function of avoiding the wear & 
tear or dirtying of the electrodes of 
supply system; 
"only the conduits of the 
intermediate interface component 
come into contact with the 
corresponding lines or interface 
elements of the chip" 


p. 9, Ins 14-16; p. 14, Ins 
32-33; p. 15,1ns 1-5 

page 15, lines 20-24 
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Claim 


Berndt 6 968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


2. 


The device according to claim 1 , 
wherein the interface element has 
electrodes for supplying the 
microchip with electrical energy for 
generating a potential required for 
the microfluid movement of the 
substances on the microchip. 


"The intermediate interface 
component 56, functioning as a 
replaceable interface array, as 
shown. The intermediate interface 
component provides an electrical 
connection 60 (or connecting 
conduits), by means of which 
electrodes 58 (or conduits) of 
supply system 56 and the 
correspondingly 

allocated opposite electodes 53 of 
the microchip can be bridged." 

"contacting of the contact 
electrodes of the supply system 
with the corresponding contact on 
the microchip is performed by the 
interface component"; "proposed 
module unit. ..exhibits all of the 
supply elements/units required for 
microchip operation." 


p. 14, Ins 29-32 

p. 8, Ins 25-26; p. 15, Ins 
29-31 


3. 


The device according to claim 1, 
wherein the interface element has 
channels for supplying the 
microchip with mechanical energy 
for generating a potential required 
for the microfluid movement of the 
substances on the microchip. 


"The intermediate interface 
component 56, functioning as a 
replaceable interface array, as 
shown. The intermediate interface 
component provides an electrical 
connection 60 (or connecting 
conduits), by means of which 
electrodes 58 (or conduits) of 
supply system 56 and the 
correspondingly allocated opposite 
electodes 53 of the microchip can 
be bridged." 

"the first interface component and 
the fluid supply system comprise at 
lease one common conduit"; "both 
the first and second supply systems 
can contain either electrical 
conductors and/or hollow conduits 


p. 14, Ins 29-32 

p. 4, Ins 1 1-13; p. 8, Ins 5- 
8; 9, Ins 1-2; claim 3 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


4. 


The device according to claim 1 , 
wherein the interface element has 
channels for supplying the 
microchip with thermal energy for 
generating a potential required for 
the microfluid movement of the 
substances on the microchip. 


See claim 3 above 

"Furthermore, materials can be 
transported by means of 
application of a suitable 
temperature profile, in which 
context transportation takes place 
by means of thermal expansion or 
compression of the respective 
material." 


p. 4, Ins 11-13; p. 8, Ins 5- 
8; p. 9,1ns 1-2; p. 14,1ns 
29-32 

page 5, Ins 24-27 


5. 


The device according to claim 2, 
wherein the channels are arranged 
for supplying the microchip with 
mechanical energy for feeding a 
pressurized fluid. 


See claim 3 above 

"For example, the potential 
difference required for transport of 
materials can also be brought 
about by application of a 
pressurized medium, ideally 
compressed air on the materials, or 
another suitable gas medium such 
as, for example, inert gas, or by 
application of negative pressures 
or vacuum." 


p. 4, Ins 1 1-13; p. 8, Ins 
5-8; p. 14, Ins 29-32 

p. 5, Ins. 21-24 


6. 


The device according to claim 1 , 
wherein the device is arranged for 
analyzing or synthesizing 
substances supplying the microchip 
with at least some of the necessary 
substances for processing or 
analysis, wherein the interface 
element has channels for supplying 
the microchip with these substances. 


The operational components 
typically used for the microchip 
systems include components 
relating to material transport or 
flow 1 , and components relating to 
information flow 2 arising upon 
execution of a test. Material flow 
1 typically includes sampling 
operations 3 and operations for 
transporting 4 materials on the 
chip. Furthermore, a sensor 
system 6 is typically employed to 
detect the results of a test, and 
optionally monitor the material 
flow operations, so that 
adjustments can be made in 
controlling material flow using the 
control system. 


p. 4, Ins 23-32; p. 9, Ins. 
28-32; p. 13, Ins. 15-19 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


7. 


The device according to claim 6, 
further including seals at the ends of 
the channels of the interface 
element for preventing the 
substances from exiting. 


"sealing elements ... are necessary 
between lines 59 [of supply system 
56] and lines 61 [of interface 
element 57]." 


p. 14, Ins 32-34 


8. 


The device according to claim 1 , 
wherein the interface element 
includes an electrically insulating 
substrate in which the electrodes 
and channels are embedded. 


Interchangeable contact plate 7 1 of 
cartridge 70 is made of ceramics or 
polymeric materials (e.g. Teflon or 
polyirnide). 


p. 15, Ins 20-24 


9. 


The device according to claim 8, 
wherein the substrate is a ceramic. 


Interchangeable contact plate 7 1 of 
cartridge 70 is made of ceramics or 
polymeric materials (e.g. Teflon or 
polyirnide). 


p. 15, Ins 20-24 


10. 


The device according to claim 8, 
wherein the substrate is a polymer. 


Interchangeable contact plate 7 1 of 
cartridge 70 is made of ceramics or 
polymeric materials (e.g. Teflon or 
polyirnide). 


p. 15, Ins 20-24 


11. 


The device according to claim 1 , 
wherein the interface element and 
the supply unit are arranged and 
constructed so the interface is 
releasably attached to the supply 
unit 


"wherein the first interface 
component is removable from the 
second physical unit" 


claim l;p. 14, Ins 27-29; 
p. 15, line 34-p. 16, line 5 


12. 


The device according to claim 1 1 , 
wherein the interface element 
includes a bayonet lock for 
releasably attaching the interface 
unit to the supply unit. 


bayonet connector 74,75 


claim 9; p. 15, line 34-p. 
1 6, line 5 


13. 


The device according to claim 1 , 
wherein the interface element and 
the supply unit respectively include 
a first coding element for 
identifying the interface element, a 
second coding element on at least 
one of the supply units and the 
microchip, the first and second 
coding elements corresponding with 
each other and interacting with each 
other. 


control unit operably coupled to 
the first interface component; 
sensor 


claims 4-6 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


14. 


The device according to claim 1 , 
wherein the microchip is in a first 
assembly, and the supply unit as 
well as the interface element are in a 
module, a second assembly, the 
module and second assembly being 
arranged and constructed so the 
module is releasably connected to 
the second assembly. 


"the microchip 41 is 
accommodated in a first physical 
unit 42 and is preferably arranged 
on a mounting plate" 
"second physical unit 55 includes 
supply systems 56 and 
intermediate interface component 
57" or "cartridge 70, integrated in 
a supply system with an interface 
component 73" 

replaceable cartridge 56 (p. 15, Ins 
7-10) or replaceable cartridge 70 
(p. 15,1ns 15-16) 


p. 13,1ns 11-14 

p. 14,1ns 13-15 & 27-29 
p. 15,1ns 19-20 & 29-31 


18. 


The device according to claim 1 , 
wherein the cooperating structures 
are such that the interface element is 
locked in place on a securing 
structure of the holder in response 
to rotation of the interface element 
relative to the holder. 


"intermediate interface component 
has a separable connection to the 
cartridge by means of a bayonet 
connector" 


p. 15, ln34-p. 16, In 5 


19. 


The device according to claim 1 
further including a housing for the 
(a) microchip, (b) holder, (c) 
interface element and (d) supply 
unit, and wherein the holder and 
housing have cooperating structures 
for enabling the holder to be 
selectively (a) locked into place in 
the housing and (b) released and 
removed from the housing. 


equipment housing 77 

"the module unit which has a 
separable connection with the 
second physical unit" 


p. 16,1ns 15-16 

p. 8, Ins 22-25; p. 16, Ins 
15-27 


20.a 


A device for operating a microchip 


See claim element 1 .a 


See claim element 1 .a 


20.b 


with a microfluid structure for 
chemical, physical, and/or 
biological processing, 


See claim element 1 .b 


See claim element 1 .b 


20.c 


the microchip including supply 
elements corresponding with the 
microfluid structure, comprising 


See claim element 1 .c 


See claim element 1 .c 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


20.d 


a supply unit for proving a potential 
for moving substances 
corresponding to the microfluid 
structure, 


See claim element l.d 


See claim element 1 .d 


20.e 


the supply unit having supply lines 
for enabling the potential to be 
coupled to the microchip, the supply 
lines being arranged to interact with 
the supply elements which 
correspond to the microfluid 
structure, 


See claim element 1 ,e 


See claim element 1 .e 


20.f 


an interface element, and 


See claim element 1 .f 


See claim element 1 .f 


20.g 


a holder for carrying the interface 
element, 


See claim element 1 .g 


See claim element 1 .g 


20.h 


the interface element including a 
structure for connecting the supply 
lines with at least one of the supply 
elements that correspond to the 
microfluid structure, 


See claim element 1 .h 


See claim element 1 .h 


20.i 


the interface element and the holder 
having structures for enabling the 
interface element to be releasably 
connectable to the holder so that the 
interface element can be selectively 
secured to and removed from the 
holder, 


See claim element 1 .i 


See claim element 1 .i 


20j 


the interface element consisting of 
materials and structures that can be 
cleans with chemicals for reuse. 


Interchangeable contact plate 7 1 of 
cartridge 70 is made of ceramics or 
polymeric materials (e.g. Teflon or 
polyimide). 


p. 15, Ins 20-24 


21. 


The device according to claim 20 
further including a housing for the 
(a) microchip, (b) holder, (c) 
interface element and (d) supply 
unit, and wherein the holder and 
housing have cooperating structures 
for enabling the holder to be 
selectively (a) locked into place in 
the housing and (b) released and 
removed from the housing. 


See claim 19 


See claim 19 


22.a . 


A device for operating a microchip 


See claim element l.a 


See claim element 1 .a 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


22.b 


with a microfluid structure for 
chemical, physical, and/or 
biological processing, 


See claim element 1 .b 


See claim element 1 .b 


22.c 


the microchip including supply 
elements corresponding with the 
microfluid structure, comprising 


See claim element 1 .c 


See claim element 1 .c 


22.d 


a supply unit for proving a potential 
for moving substances 
corresponding to the microfluid 
structure, 


See claim element 1 .d 


See claim element 1 .d 


22.e 


the supply unit having supply lines 
for enabling the potential to be 
coupled to the microchip, the supply 
lines being arranged to interact with 
the supply elelemnts which 
correspond to the microfluid 
structure, 


See claim element 1 .e 


See claim element l.e 


22.f 


an interface element, and 


See claim element l.f 


See claim element l.f 


22.g 


a holder for carrying the interface 
element, 


See claim element 1 .g 


See claim element 1 .g 


22.h 


the interface element including a 
structure for connecting the supply 
lines with at least one of the supply 
elements that correspond to the 
microfluid structure, 


See claim element 1 .h 


See claim element 1 .h 


22.i 


the interface element and the holder 
having structures for enabling the 
interface element to be releasably 
connectable to the holder so that the 
interface element can be selectively 
secured to and removed from the 
holder, 


See claim element 1 .i 


See claim element l.i 


22j 


a housing for the (a) microchip, (b) 
holder, (c) interface element and (d) 
supply unit, the holder and housing 
having cooperating structures for 
enabling the holder to be selectively 
(a) locked into place in the housing 
and (b) released and removed from 
the housing. 


See claim 19 


See claim 19 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


23.a 


A system for enabling plural 
microchips with different 
microfluidic configurations to be 
interchangeably used, 


M [T]he intermediate interface 
component enables straightforward 
spatial adaptation of the supply 
lines to various microchip 
layouts." 

M [T]he intermediate component or 
carrier can also fulfill the function 
of providing spatial adaptation of 
the electrodes of supply system 56 
to the corresponding surface or 
spatial arrangement of the 
microchip electrode surfaces. This 
provides for an advantageous 
facility of achieving adaptation of 
the entire measurement/operating 
installation to a special microchip 
layout purely by replacement of 
cartridge 56 and/or intermediate 
interface component 57. In 
particular, cartridge replacement 
enables simple and rapid 
adaptation of the handling 
installation to various test types or 
various modes of operation, such 
as, for example, interchange 
between electrical supply and 
compressed-gas supply to the 
microchip, or for electrical supply 
to microchips having different 
interface layouts, e.g., reservoir 
patterns." 


p. 9,1ns 16-17 
p. 15, Ins 4-14 


23.b 


the different microfluidic 
configurations having different 
supply element configurations, 
comprising 


various microchip layouts 


p. 9, Ins 16-17 


23.c 


a supply unit for providing a 
potential for moving substances in a 
microchip being used in a device of 
the system, 


See claim element 1 .d 


See claim element 1 .d 


23.d 


the supply unit having supply lines 
for enabling the potential to be 
coupled to the microchip being used 
in the device, 


See claim element 1 .e 


See claim element 1 .e 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


23.e 


a plurality of interface elements 
having supply lines for selective 
connection between the supply lines 
of the source and the supply 
elements of the microchips, 


adaptation to a special microchip 
layout by replacement of cartridge 
56 and/or intermediate interface 
component 57 


p. 9,1ns 16-17 
p. 15, Ins 4-14 


23.f 


different ones of the interface 
elements having different supply 
line configurations for supplying 
potentials from the supply lines of 
the source to the supply elements of 
the microchips with the different 
rnicrofluidic configurations, 


interface component 57 providing 
spatial adaptation of the electrodes 
of supply system 56 to the 
corresponding surface or spatial 
arrangement of the microchip 
electrode surfaces. 


p. 9, Ins 16-17 
p. 15, Ins 4-14 


23.g 


the interface elements having 
exterior surfaces that are resistant to 
the substances processed by the 
microchip. 


See claim element 1 j 


See claim element 1 j 


24.a 


A system for enabling plural 
microchips with different 
microfluidic configurations to be 
interchangeably used, 


See claim element 23. a 


See claim element 23. a 


24.b 


the different microfluidic 
configurations having different 
supply element configurations, 
comprising 


See claim element 23. b 


See claim element 23. b 


24.c 


a supply unit for providing a 
potential for moving substances in a 
microchip being used in a device of 
the system, 


See claim element 1 .d 


See claim element l.d 


24.d 


the supply unit having supply lines 
for enabling the potential to be 
coupled to the microchip being used 
in the device, 


See claim element l.e 


See claim element 1 .e 


24.e 


a plurality of interface elements 
having supply lines for selective 
connection between the supply lines 
of the source and the supply 
elements of the microchips, 


See claim element 23. e 


See claim element 23. e 
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Claim 


Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


24.f 


different ones of the interface 
elements having different supply 
line configurations for supplying 
potentials from the supply lines of 
the source to the supply elements of 
the microchips with the different 
microfluidic configurations, 


See claim element 23. f 


See claim element 23. f 


24.g 


the interface elements consisting of 
materials and structures that can be 
cleaned with chemicals for reuse. 


Interchangeable contact plate 71 of 
cartridge 70 is made of ceramics or 
polymeric materials (e.g. Teflon or 
polyimide). 


p. 15, Ins 20-24 


25.a 


A system for enabling plural 
microchips with different 
microfluidic configurations to be 
interchangeably used, 


See claim element 23. a 


See claim element 23. a 


25.b 


the different microfluidic 
configurations having different 
supply element configurations, 
comprising 


See claim element 23. b 


See claim element 23 .b 


25x 


a supply unit for providing a 
potential for moving substances in a 
microchip being used in a device of 
the system, 


See claim element l.d 


See claim element l.d 


25.d 


the supply unit having supply lines 
for enabling the potential to be 
coupled to the microchip being used 
in the device, 


See claim element 1 .e 


See claim element l.e 


25.e 


a plurality of interface elements 
having supply lines for selective 
connection between the supply lines 
of the source and the supply 
elements of the microchips, 


See claim element 23. e 


See claim element 23. e 
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Berndt '968 Application Claim 
Element 


Corresponding Element in 
Present Application 


Support in Present 
Application 


25.f 


different ones of the interface 
elements having different supply 
line configurations for supplying 
potentials from the supply lines of 
the source to the supply elements of 
the microchips with the different 
microfluidic configurations, 


See claim element 23. f 


See claim element 23. f 


25.g 


the interface element including a 
structure for connecting the supply 
lines with at least one of the supply 
elements that correspond to the 
microfluid structure, 


See claim element 1 .h 


See claim element 1 .h 


25.h 


the interface element and the holder 
having structures for enabling the 
interface unit to be releasably 
connectable to the holder so that the 
interface element can be selectively 
secured to and removed from the 
holder, 


See claim element 1 .i 


See claim element 1 .i 


25.i 


a housing for the (a) microchip, (b) 
holder, (c) interface element and (d) 
supply unit, the holder and housing 
having cooperating structures for 
enabling the holder to be selectively 
(a) locked into place in the housing 
and (b) released and removed from 
the housing. 


See claim 19 


See claim 19 



m. ORIGINALITY DISPUTE 

The present request for interference is to resolve an originality dispute as to who invented the 
claimed subject matter. The Berndt et al. 6 420 application was filed naming three inventors, Manfred 
Berndt and Patrick Kaltenbach of Agilent and Colin B. Kennedy of Caliper. Caliper and Agilent 
were involved in a collaboration to commercialize an apparatus for operation of a microfluidic 
device. Inventors from each of the companies contributed to the conception of the claimed 
invention. Applicant Kennedy submits a Declaration in Support of the Request for Interference, 
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attached hereto, that outlines the specific claims and subject matter to which Applicant Kennedy 
contributed. 

The Berndt '968 application claims the same subject matter but names only Manfred Berndt 
at the sole inventor. Both parties have received a double patenting rejection and a rejection under 
35 U.S.C. § 102(f) of their respective claims. Applicants request that an interference be declared so 
that each party can provide evidence as to the true inventorship of the claims. 



IV. 35 U.S.C. § 135(b) 

The claims identified as corresponding to the counts were presented in the application as 
originally filed on June 22, 2000, in an Amendment and Response filed on October 8, 2002, or in a 
Preliminary Amendment filed herewith. As the Bemdt 6 968 application has not yet issued as a 
patent, all of the claims in the present application satisfy 35 U.S.C. § 135(b). 
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V. CONCLUSION 

For the foregoing reasons, it is respectfully requested that an interference be declared between 

the present application and the Weigl f 272 patent. 

Respectfully submitted, 

Sterne, Kessler, Goldstein & Fox p.l.l.c. 

Linda E. Alcorn 
Attorney for Applicants 
Registration No. 39,588 

Date: July 31, 2003 

1 100 New York Avenue, NW 
Washington, DC 20005-3934 
(202) 371-2600 
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